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DETAILED ACTION 

Receipt is acknowledged of the IDS, filed on 7/3/2006, and the amendment, filed 
on 9/14/2006, which have been entered in the file. Claims 1-28 are pending. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-5, 7 and 15-21 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Leon (US 6,701,304 B2, previously cited). 

Leon teaches (re claim 1-5 and 7): an apparatus comprising: reading means 
(data reader 510 or symbology reader 520, see figure 5 and column 13, lines 19-26) for 
reading data from an indicia (the human readable indicia, the FIM code, bar code, etc.; 
see figure 5 and column 13, lines 19-26); detecting means (marking detector 530, see 
figure 5 and column 13, lines 27-33) for detecting at least one ink physical characteristic 
data (the use of invisible and/or fluorescent ink, taggants in the ink, and or other 
features, see column 13, lines 28-33); processing means (computer 540, see figure 5 
and column 13, lines 33-42), coupled to the reading means and to the detecting means 
(see figure 5), for comparing the data with the ink physical characteristic data (the 
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computer compares the decoded data, the data read by data reader 510 or symbol 
reader 520, with the undecoded data, the data produced by marking detector 530, see 
column 13, lines 40-42); the reading means includes means for decrypting the 
encrypted data (a bar code can be considered encrypted data, thus, the symbology 
reader 520 can be considered as means for decrypting encrypted data) (also see figure 
5 and column 13, lines 19-53). The claim limitations, "for reading first ink physical 
characteristic data from an indicia", "for detecting at least one ink physical characteristic 
data of the indicia to generate second ink physical characteristic data" and "for 
comparing the second ink physical characteristic data with the first ink physical 
characteristic data", as well as the non-structural limitations recited in claims 2-5 and 7, 
represents functional limitations of the apparatus. Applicants are reminded that 
functional language does not define the invention over the prior art, when the prior art 
discloses the claimed structural limitations and is capable of performing the recited 
function (see MPEP 2114). In this case, Leon teaches an apparatus including reading 
means, detecting means and processing means, coupled to the reading means and to 
the detecting means, that are capable of performing the claimed functions. Since Leon 
teaches the claimed structural limitations and is capable of performing the recited 
functions, the recited functions fail to define the invention over the apparatus as taught 
by Leon. 

Leon also teaches (re claims 15-21): an apparatus (metering device 150x, see 
figure 2A and column 4, lines 38-46) comprising: a print element (printer 154, see figure 
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2A) for applying ink to a substrate to form an indicia (see column 6, lines 28-40); and 
processing means (processor 210, see figure 2A and column 4, line 46 - column 26) 
coupled to the print element for causing the print element to print at least one symbol 
(human-readable indicia, a bar code, etc., see column 6, lines 28-40) on the substrate 
as part of the indicia. In addition, regarding claims 15-21, it appears as though the 
claim limitations "for applying ink to a substrate to form an indicia" (see line 2, of claim 
15) and "for causing the print element to print at least one symbol as part of the indicia, 
the at least one symbol including ink physical characteristic data that is indicative of a 
physical characteristic of the ink." (see lines 3-5, of claim 15), represents functional 
limitations of the print element and processing means. Applicants are reminded that 
functional language (as recited in claims 15-21) does not define the invention over the 
prior art, when the prior art discloses the claimed structural limitations and is capable of 
performing the recited function (see MPEP 21 14). Leon teaches an apparatus 
comprising a print element and processing means coupled to the print element, that are 
capable of performing the recited functions. Since Leon teaches the claimed structural 
limitations and is capable of performing the recited functions, the recited functions fail to 
define the invention over the apparatus as taught by Leon. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

3. Applicant has provided evidence in this file showing that the invention was owned 
by, or subject to an obligation of assignment to, the same entity as Sansone at the time 
this invention was made, or was subject to a joint research agreement at the time this 
invention was made. However, reference Sansone additionally qualifies as prior art 
under another subsection of 35 U.S.C. 102, and therefore, is not disqualified as prior art 
under 35 U.S.C. 103(c). 

Applicant may overcome the applied art either by a showing under 37 CFR 1 .132 
that the invention disclosed therein was derived from the invention of this application, 
and is therefore, not the invention "by another," or by antedating the applied art under 
37 CFR 1.131. 
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5. Claims 1-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Leon (US 6,701,304, previously cited) in view of Sansone (US 6,574,000, previously 
cited) and Jones et-al (US 2005/0088499 A1 , previously cited). 

Leon teaches an apparatus (authentication system 500, figure 5) and method 
comprising: reading means (ZIP reader 510 and symbology reader 520) for reading an 
indicia (410, 412, 414, 418, 416, figure 4) on a label (indicium 400, figure 4); detecting 
means (marking detector 530, figure 5) for detecting at least one ink physical 
characteristic (the use of invisible and/or fluorescent ink, taggants in the ink, etc., see 
column 13 lines 28-33) of the indicia to generate second ink characteristic data; and 
processing means (computer 540, figure 5), coupled to the reading means and to the 
detecting means, for comparing the second ink physical characteristic data with the first 
data (see column 13, lines 34-42); wherein data is included in the first indicia in 
encrypted form (a digital signature imprinted on the postage label), and the reading 
means includes means for decrypting the encrypted first ink characteristic data (see 
column 13, lines 36-39); wherein the at least one ink characteristic detected by the 
detecting means includes at least one of: (a) a color of at least a portion of the indicia, 
(b) a spectral characteristic of the indicia, (c) a visible light absorption characteristic of 
the indicia, (d) a visible light reflectance characteristic of the indicia, (e) an infra-red 
absorption characteristic of the indicia, (f) an infra-red luminescence characteristic of the 
indicia, and (g) a visible luminescence characteristic of the indicia (since the marking 
detector 530 can detect the use of invisible ink, fluorescent ink, and taggants in the ink, 
the characteristics detected by the marking detector 530 will include spectral 
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characteristics, infra-red absorption characteristics, luminescence characteristics, etc.); 
wherein the detecting means detects respective colors of a plurality of different portions 
of the indicia (the use of visible, invisible, fluorescent inks suggests respective colors of 
a plurality of different portions); a print element (printer 154, figure 2A) for applying ink 
to a substrate to form an indicia; and processing means (processor 210, figure 2A) 
coupled to the print element for causing the print element to print at least one symbol 
(see figure 4) as part of the indicia; wherein the indicia includes a plurality of panels 
(see figure 4); wherein at least two of the panels are of different colors (the use of 
visible ink, invisible ink, fluorescent ink and taggants in the ink suggests different 
colors); wherein the processing means causes the print element to print the ink 
characteristic data in encrypted form (see column 5 lines 15-16) (also see figures 2A, 3- 
5, column 4 line 38 - column 5 line 25, column 12 line 30 - column 53). 

Leon fails to specifically teach reading first ink data from an indicia; the at least 
one symbol including ink data. 

Sansone teaches an apparatus and method comprising: reading means (indicia 
reader 37, figure 3) for reading first ink data from an indicia (code 22 includes ink 
characteristic data, such as the type of ink that was used to prink indicia 21, see column 
4 lines 22-25); the at least one symbol including ink data (the type of ink used to print 
the indicia 21) (also see figures 2, 3, column 3 line 50 - column 4 line 32, column 5 line 
32 - column 6 line 5). Sansone also teaches an apparatus and method comprising: a 
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print element (not shown, but necessarily present, for printing postal indicia 21 on 
envelope 12, see figure 2 and column 3 lines 63-65) for applying ink (the ink used to 
print postal indicia 21) to a substrate (envelope 12) to form an indicia (indicia 21); and 
processing means (not shown, but necessarily present) coupled to the print element for 
causing the print element to print at least one symbol (22) as part of the indicia, the at 
least one symbol including ink data (the type of ink used to print indicia 21, see column 
4 lines 22-25) wherein the indicia includes a plurality of panels (as shown in figure 2, 
indicia 21 includes a plurality of panels) (also see figure 2 and column 3 line 50 - column 
4 line 32). 

In view of Sansone's teachings, it would have been obvious to one of ordinary 
skill in the art at the time of the invention to include, with the apparatus and method as 
taught by Leon, reading first ink physical characteristic data from an indicia; the at least 
one symbol including ink physical characteristic data that is indicative of a physical 
characteristic of the ink; in order to allow the reader to easily identify the expected 
characteristics of the ink(s) for comparison to the detected characteristics, thereby 
allowing the greater authentication capabilities. 

Leon as modified by Sansone fails to specifically teach the ink data being ink 
physical characteristic data; the at least one symbol including ink physical characteristic 
data that is indicative of a physical characteristic of the ink; wherein the ink 
characteristic data is indicative of a color of the ink; the ink characteristic data is 
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indicative of respective colors of the plurality of panels; wherein at least two of the 
panels are of different colors; wherein the ink characteristic data is indicative of at least 
one spectral characteristic of the ink; wherein the ink characteristic data is indicative of 
at least one luminescence characteristic of the ink. 

Jones et al teaches the use of indicia (visually recognizable symbol 80, see 
figures 10, 1 1, 13 and 14) to identify ink physical characteristic data (the letter indicates 
the color of the ink, see paragraph 41); at least one symbol including ink physical 
characteristic data (the letter indicates the color of the ink, which is a physical 
characteristic of the ink, see paragraph 41); wherein the ink characteristic data is 
indicative of a color of the ink (the letter indicates the color of the ink, see paragraph 
41); the ink characteristic data is indicative of respective colors of a plurality of colors; 
wherein the ink characteristic data is indicative of at least one spectral characteristic of 
the ink (the color of the ink is indicative of a spectral characteristic of the ink, the 
spectral characteristics of that color); wherein the ink characteristic data is indicative of 
at least one luminescence characteristic of the ink (the color of the ink is also indicative 
of at least some luminescent characteristics of that particular color of ink). 

In view of Jones et al's teachings, it would have been obvious to one of ordinary 
skill in the art at the time of the invention to include, with the apparatus and method as 
taught by Leon as modified by Sansone, the ink data being ink physical characteristic 
data; the at least one symbol including ink physical characteristic data that is indicative 
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of a physical characteristic of the ink; wherein the ink characteristic data is indicative of 
a color of the ink; the ink characteristic data is indicative of respective colors of the 
plurality of panels; wherein at least two of the panels are of different colors; wherein the 
ink characteristic data is indicative of at least one spectral characteristic of the ink; 
wherein the ink characteristic data is indicative of at least one luminescence 
characteristic of the ink; in order to use the indicia to directly indicate at least some 
physical characteristic of the ink, thereby allowing a user to visually determine the 
physical characteristic of the ink in the event that the indicia is not readable by machine 
due to dirt or other defects. 

Response to Arguments 

4. Applicant's arguments with respect to claims 1-28 have been considered but are 
moot in view of the new ground(s) of rejection. As discussed above, Leon teaches the 
claimed structure and is capable of performing the recited functions. Jones et al 
teaches the use of indicia that is indicative of ink physical characteristics, such as color. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Steinmetz et al (US 7,128,409 B2) teaches the use of indicia of 
characteristics of the consumable contents, such as ink color, see column 4, lines 55- 
57. Bolash et al (US 6,299,274 B1) teaches the use of indicia that identifies the type of 
ink cartridge, including ink color, see column 1, lines 45+. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jared J. Fureman whose telephone number is (571) 
272-2391. The examiner can normally be reached on 8:00 am - 5:30 PM M-T, and 
every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Lee can be reached on (571) 272-2398. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jared J. Fureman 
Primary Examiner 
Art Unit 2876 

December 1 1 , 2006 



